
NEW:  
JUVE PATENT INSIGHT
	 A JUVE PATENT INSIGHT is an exclusive report on your chosen legal business, 

industry, or regulatory topic. All research, interviews and feature articles are 
completed by experienced JUVE Patent editors. 

	 You choose the topic(s) in conjunction with our editors and provide expert 
commentary to be published in the report.

	 A JUVE PATENT INSIGHT links your firm and its expertise with our independent 
and authoritative editorial content, style and design. 

	 The JUVE PATENT INSIGHT is produced in-print and appears online at  
juve-patent.com. 

	 A JUVE PATENT INSIGHT also includes a round-table event, hosted by the  
JUVE Patent editorial team with your expert input. The event further develops 
the reports’ main themes and conclusions, and is promoted in association  
with your firm.

Contact us for more details!

Britta Hlavsa
Head of Sales
britta.hlavsa@juve.de 
+ 49 (0) 221/913 880 57

Richard Henley
International Account Manager
richard.henley@juve.de 
+ 44 (0) 7718 476 252

JUVE Verlag für juristische Information GmbH
P.O. Box 250429, 50520 Cologne

Tel. +49 / (0)221 / 913880-0 juve-patent.com

55

 
03 A Note From Our Sponsor

 
04 Editor's Letter

Contents

Second  

medical use

Current prosecution and 

enforcement strategies of 

pharmaceutical inventors in 

Europe

06

14

16

“Norway is an example of how to 

do things differently”

Originators are not tapping the full potential of second medical 

use claims because of difficulties enforcing them in practice. 

 Dorian Immler, Head of Patents Pharma & Consumer Health at 

pharmaceutical innovator Bayer, offers some potential solutions.
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nies complain that contradictory national regulations as well as 
different legislation in European states hinder effective enforce-
ment. The companies thus have a number of different strate-
gies to respond to the current situation.

Longing for harmonisation 
At the same time, originators are demanding change from 
 national legislators and hoping for the establishment of the 
Unified Patent Court. They see this as a crucial milestone 
 towards harmonisation in the enforcement of second medical 
use claims. 

For the JUVE Patent Insight report “Second Medical Use 
Claims”, JUVE Patent journalists interviewed representatives 
from Europe’s leading pharmaceutical research companies. 
They also spoke to selected judges and lawyers involved in se-
cond medical use lawsuits. The results are presented by JUVE 
Patent in association with the Düsseldorf-based patent firm 
 Cohausz & Florack. JUVE Patent is responsible for the research 
and content of the report. ■

European pharmaceutical companies on the originator si-
de agree that second medical use claims provide in prin-
ciple attractive property rights for them. But enforcing the 

claims in Europe is currently extremely difficult. The legal situa-
tion is confusing and is hindering originators’ business, accor-
ding to the findings of the JUVE Patent Insight report. The eco-
nomic importance of second medical use claims remains under 
their potential worth. As a result, originators from Europe too 
 rarely market medicines based on second medical use claims.   

Mixed emotions 
When filing second medical use claims at the European Patent 
Office, companies have to overcome a number of hurdles. But 
the holders of such claims face even greater challenges when it 
comes to enforcing them against competing products. 

The main reason is the complex interplay between the vari-
ous players in the healthcare industry. In addition to patent law, 
product approval and social law also regulate the framework for 
second medical use claims. Pharmaceutical research compa-
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Aspirin and Viagra are some of the best-known examples of 

new medical uses being developed for known active substan-

ces. The substances have been tested for safety, after all, and 

possible side effects are already established. 

Nevertheless, pharmaceutical research companies file rela-

tively few second medical use claims in Europe. Leading phar-

maceutical innovators in Europe confirmed this to JUVE Patent 

for the report, “Second medical use”. The research focuses on 

the economic importance of second medical use claims for ori-

ginators, as well as the strategic challenges they face in their fi-

ling and enforcement.  
Large pharma corporation Bayer, for example, does not cur-

rently market any drugs based on a second medical use patent. 

Although the company frequently files second medical use 

claims, these only account for five to ten percent of all of 

Bayer’s patent applications. Furthermore, according to an in-

house counsel from a mid-sized pharmaceutical company, new 

applications for second medical use claims account for well 

below ten percent of the total number of new applications at 

their company.Some manufacturers report that they used to file second 

medical use claims more frequently in the past. But they have 

changed their strategy. Today, says an in-house counsel, many 

P fizer landed a coup in 1998 with the blockbuster Viagra. 

The US company was the first pharma manufacturer to 

market a drug for the treatment of erectile dysfunction. 

Few patients knew that the active substance in Viagra, sildena-

fil, was originally developed to treat high blood pressure and an-

gina pectoris.Almost exactly 100 years earlier, Bayer had launched Aspi-

rin, a drug for the treatment of fever and headaches. Today, the 

active substance acetylsalicylic acid is also used to prevent 

heart attacks and strokes.

Pharmaceutical research companies in Europe hold second 

medical use claims in high regard and are busy filing them at 

the European Patent Office. Their economic importance, 

however, could be higher. These were the findings of JUVE 

Patent’s research among leading pharmaceutical manufactu-

rers, which market medicines protected by such claims less 

frequently than there is potential to do. Above all, the difficul-

ties to enforce such claims against generic products are ma-

king pharmaceutical research companies hesitate. They are 

calling for new social law regulations. But they also count on 

harmonisation coming from a future Unified Patent Court.   

6

Current prosecution and 

enforcement strategies of 

pharmaceutical inventors 

in Europe

Second medical useby Konstanze Richter and Mathieu Klos

Second Medial Use    


